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DETAILED ACTION 

1 . This Non-Final Office action is in response to the application filed on August 20 th , 
2003 and in response to the applicant's arguments/amendments filed on April 8 th , 2009. 
Claims 1-5, 8-10, 13-15, 17-19, 21-27, 30-32, 35-37, 39-41, 43-49, 52-54, 57-59, 61-63, 
and 65-66 are pending. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on April 
8 th , 2009 has been entered. 

Response to Arguments 

3. Applicant states that the prior art doesn't disclose the pending claim limitations. 
Examiner notes that these arguments are made with respect to the amended claims. 
Examiner disagrees with the applicant's conclusion that the pending claims as amended 
are in condition for allowance, as the amended claims have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 1-5, 8-10, 13-15, 17-19, and 21-22 are rejected under 35 U.S.C. 101 
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because the claimed invention is not directed to a secondary statutory subject 
matter/class. 

Based on Supreme Court precedent and recent Federal Circuit decisions, the 
Office's guidance to examiners is that a § 101 process must be (1) tied to another 
statutory class (such as a particular apparatus) or (2) transform underlying subject 
matter (such as an article or materials) to a different state or thing. If neither of these 
requirements is met by the claim, the method is not a patent eligible process under § 
101 and should be rejected as being directed to non-statutory subject matter. Merely 
having "another statutory class" in the preamble and not in the body of the claim is also 
not sufficient to render the claim statutory. 

An example of a method claim that would not qualify as a statutory process 
would be a claim that recited purely mental steps. Thus, to qualify as a § 101 statutory 
process, the claim should positively recite the other statutory class (the thing or product) 
to which it is tied, for example by identifying the apparatus that accomplishes the 
method steps, or positively recite the subject matter that is being transformed, for 
example by identifying the material that is being changed to a different state. 

Here, applicant's method steps fail the first prong of the new Federal Circuit 
decision since they are not tied to a machine and can be performed without the use of a 
particular machine. In this particular case, claims 1 -5, 8-1 0, 1 3-1 5, 1 7-1 9, and 21 -22 
are not tied to another statutory class, such as hardware. Thus, it is unclear as to 
whether or not the claims are mere processes that involve purely human labor. 
Appropriate correction is required. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1 -4, 8-1 3, 1 7-1 8, 22-26, 29-35, 39-40, 44-48, 52-57, 61-62, and 66 are 
rejected under 35 U.S. C. 103(a) as being unpatentable over US Patent Number 
7,082,41 1 to Johnson et al (hereinafter Johnson) in view US Patent Number 5,852,81 1 
to Atkins (hereinafter Atkins) in view of US Patent Application Number US2004/0039688 
to Sulkowski et al (hereinafter Sulkowski) further in view of US Patent Number 
5,812,988 to Sandretto (hereinafter Sandretto). 
As per claims 1 , 23 and 45 

Johnson discloses selecting accounts, forecast amounts (discount factor), 
attrition rates and propensity rates (asset data) from data stored in a database using 
selection criteria specified by one or more rules (column 4, lines 10-19) and performing 
one or more Net Present Value (NPV) (column 9, lines 3-26) and Future Value (FV) (Ci, 
expected payoff) calculations on the selected accounts for one or more forecast periods 
according to the rules using the selected forecast amounts, the attrition rates and the 
propensity rates (column 9, lines 3-26 & 58-60). Examiner notes that Johnson teaches 
a discount factor. One skilled in the art at the time the invention was made would 
understand that a discount factor is a rate used to discount or decrease future cash flow 
as it can also be used to increase future cash flow since a discount factor . 

Examiner notes that Johnson states "retrieving individual asset data from a 
database based on a given criteria, performing an NPV calculation." The act of 
"retrieving data" based on "given criteria" is in it of itself selection criteria. The rules by 
which this data is retrieved can be anything such as a rule to only access the required 
information instead of always retrieving everything and anything possible in the 
database. Examiner asserts that there must be some set of rules/guidelines to select 
information, otherwise the correct/required information wouldn't be accessed. 

Johnson does not specifically teach the selected amounts are forecast amounts. 

Atkins discloses the selected amounts are forecast amounts (projected future 
value of the asset) (column 25, lines 39-45 & 59-65). 



Application/Control Number: 10/644,131 
Art Unit: 3693 



Page 5 



Therefore it would have been obvious to one skilled in the art at the time the 
invention was made that the selected amounts are forecast amounts as taught by Atkins 
as a type of selected amount found in the database to select in order to determine 
values and rates regarding the asset utilizing the time value money equations. 

Johnson does not specifically teach the NPV and FV amounts are combined to 
provide a Life-Time Value (LTV) for the selected accounts. 

Sulkowski teaches the NPV and FV amounts are integrated to provide a Life- 
Time Value (LTV) for the selected accounts (paragraphs [0009-0010, 0027, 0066-0077 
and 0104-01 12]). Examiner notes that Sulkowski states that "the lifetime-value is thus 
risk-based, in that it takes the past, current and future charge-off risk of an account into 
consideration.' The reference goes on to clarify that it "generates a net present value 
for each account in one or more future periods... [utilizing] an adjusted cash flow 
discount rate, and the number of periods into the future for which to calculate forecasted 
Lifetime-value" (paragraphs [0066-0067]). Examiner further notes that a net present 
value in multiple future periods utilizing discount rates would be a future value (FV). 

Therefore it would have been obvious to one skilled in the art at the time of 
invention was made that the NPV and FV amounts are integrated to provide a Life-Time 
Value (LTV) for the selected accounts as taught by Sulkowski to accurately evaluate 
future profitability of assets by taking into account present and future values. 

Johnson does not specifically teach calculating forecast amounts for each 
forecast period for the selected accounts and applying attrition rates to the forecast 
amounts to arrive at NPV expected values. 

Sandretto teaches calculating forecast amounts for each forecast period for the 
selected accounts and applying attrition rates to the forecast amounts to arrive at NPV 
expected values (column 8, line 60- column 9, line 9). 

Therefore it would have been obvious to one skilled in the art at the time of 
invention to calculating forecast amounts for each forecast period for the selected 
accounts and applying attrition rates to the forecast amounts to arrive at NPV expected 
values as taught by Sandretto to account for both the increases and decreases of value 
needed to more accurately estimate future value. 

Johnson further does not specifically teach calculating an NPV amount by 
combining the NPV expected values for each forecast period for the selected accounts 
and discounting the combined NPV expected values. 

Sulkowski teaches calculating an NPV amount by combining the NPV expected 
values for each forecast period for the selected accounts and discounting the combined 
NPV expected values (paragraphs [0103-0111]). 

Therefore it would have been obvious to one skilled in the art at the time of 
invention to include calculating an NPV amount by combining the NPV expected values 
for each forecast period for the selected accounts and discounting the combined NPV 
expected values as taught by Sulkowski to accurately evaluate profitability of assets by 
taking into account present and future values. 

Johnson teaches calculating propensity (risk) amounts (column 9, lines 3-27 & 
column 16, lines 49-51). Examiner notes that propensity is the probability that 
something is likely to happen, a risk measure. Johnson teaches calculating risk. One 
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skilled in the art at the time the invention was made would understand that propensity 
amounts are amounts of risk determined by discounting or decreasing future cash flow. 

Johnson does not specifically teach calculating propensity amounts for each 
forecast period for the selected accounts and applying attrition rates to the propensity 
amounts to arrive at FV expected values. 

Sandretto teaches teach calculating propensity amounts for each forecast period 
for the selected accounts and applying attrition rates to the propensity amounts to arrive 
at FV expected values (column 8, line 60- column 9, line 19). 

Therefore it would have been obvious to one skilled in the art at the time of 
invention to calculating propensity amounts for each forecast period for the selected 
accounts and applying attrition rates to the propensity amounts to arrive at FV expected 
values as taught by Sandretto to account for both the increases and decreases of value 
needed to more accurately estimate future value. 

Johnson further does not specifically teach calculating an FV amount by 
discounting the FV expected values for each forecast period for the selected accounts 
and summing the discounted FV expected values. 

Sulkowski teaches calculating an FV amount by discounting the FV expected 
values for each forecast period for the selected accounts and summing the discounted 
FV expected values (paragraphs [0009-0010, 0027, 066-0077 and 0104-01 12]). 

Examiner notes that Sulkowski teaches the calculation of a NPV for each 
account. It would have been obvious to one skilled in the art at the time the invention 
was made that the calculation of NPV is a time value of money equation that can be 
easily manipulated to solve for Future Value or any of the other variables in the 
equation. Therefore, NPV is determined by using FV and vice versa. Sulkowski further 
states that "the lifetime-value is thus risk-based, in that it takes the past, current and 
future charge-off risk of an account into consideration." The reference goes on to clarify 
that it "generates a net present value for each account in one or more future periods... 
[utilizing] an adjusted cash flow discount rate, and the number of periods into the future 
for which to calculate forecasted Lifetime-value." Examiner further notes that a net 
present value in multiple future periods utilizing discount rates would be a future value 
(FV). Sulkowski further states that "the lifetime-value (LTV) is then the sum of 
discounted cash flows for each account." 

Therefore it would have been obvious to one skilled in the art at the time of 
invention to include calculating an FV amount by discounting the FV expected values for 
each forecast period for the selected accounts and summing the discounted FV 
expected values as taught by Sulkowski to accurately evaluate profitability of assets by 
taking into account present and future values. 

As per claims 2, 24 and 46 

Johnson discloses the NPV is a net present profitability value (column 9, lines 1- 

2). 



As per claims 3, 25 and 47 
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Johnson discloses the FV (Ci) is a possible future profitability value (expected 
payoff) (column 9, lines 3-10). 

As per claims 4, 26 and 48 

Johnson discloses the selected accounts contain current profitability values 
(current appraisal amount) (column 18, lines 8-20). Examiner notes that C 0 is the 
investment at time 0 and therefore it would have been obvious to one skilled in the art at 
the time the invention was made that a current profitability value would be the value at 
the present time, time 0. 

As per claims 8, 30 and 52 

Johnson discloses the selected rates are NPV attrition rates (discount factor) 
(column 9, lines 3-11). 

Examiner notes that applicant's specification conceptually defines attrition rates 
as "the rate at which a cash flow will be decreased" (page 8, lines 25-26). Johnson 
teaches a discount factor. One skilled in the art at the time the invention was made 
would understand that a discount factor is a rate used to discount or decrease future 
cash flow. 

As per claims 9, 31 and 53 

Johnson discloses the selected rates are FV propensity rates (risk) (column 9, 
lines 20-22 and column 16, lines 49-51). Examiner notes that propensity is the 
probability that something is likely to happen, a risk measure. Jonhson teaches risk. 
One skilled in the art at the time the invention was made would understand that 
propensity rules are rules that measure and determine risk is a rate used to discount or 
decrease future cash flow to obtain a net present value. Examiner also notes that the 
equation in the reference is a Future Value equation solving for Net Present Value 
(NPV). It would have further been obvious to one skilled in the art at the time the 
invention was made that this equation could easily be manipulated to solve for Future 
Value or any of the other variables in the equation. 

Sandretto teaches the selected rates are FV propensity rates (risk) (abstract & 
column 4, lines 13-16). 

Therefore it would have been obvious to one skilled in the art at the time of 
invention to apply one or more propensity rates (risk) as taught by Sandretto as the 
propensity rules can be used to determine an asset's discount rate and therefore 
present value. 

As per claims 1 0, 32 and 54 

Johnson discloses the selected rates are FV attrition rates (discount factor) 
(column 9, lines 3-11). 

Examiner notes that applicant's specification conceptually defines attrition rates 
as "the rate at which a cash flow will be decreased" (page 8, lines 25-26). Johnson 
teaches a discount factor. One skilled in the art at the time the invention was made 
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would understand that a discount factor is a rate used to discount or decrease future 
cash flow. 

As per claims 1 3, 35 and 57 

Johnson discloses the current profitability data is aggregated to provide an initial 
amount for the NPV and FV (Ci) calculations (column 9, lines 1-27). 

As per claims 1 7, 39 and 61 

Johnson does not specifically teach the forecast amounts are based on the 
selected accounts' contractual data. 

Sandretto teaches the forecast amounts are based on the selected accounts' 
contractual data (additional estimated cash flows based upon different estimates for one 
or more economic variables) (column 8, line 53, column 9, line 19). 

Therefore it would have been obvious to one skilled in the art at the time of 
invention to modify the time value of money calculations of Johnson to include the 
forecast amounts are based on the selected accounts' contractual data as taught by 
Sandretto to increase the accuracy of the time value of money calculations. 

As per claims 18, 40 and 62 

Johnson does not specifically teach the forecast amounts are based on forecast 
assumptions applied to the selected accounts. 

Sandretto teaches the forecast amounts are based on forecast assumptions 
applied to the selected accounts (additional estimated cash flows based upon different 
estimates for one or more economic variables) (column 8, line 53, column 9, line 19). 

Therefore it would have been obvious to one skilled in the art at the time of 
invention to modify the time value of money calculations of Johnson to include the 
forecast amounts are based on forecast assumptions applied to the selected accounts 
as taught by Sandretto to increase the accuracy of the time value of money calculations. 

As per claims 22, 44 and 66 

Johnson does not specifically teach summing the FV amounts across the 
forecast periods to arrive at a single FV amount, aggregating the FV amounts to arrive 
at a final FV amount and adding the final FV amount to an NPV amount to arrive at an 
LTV amount. 

Sulkowski teaches summing the FV amounts across the forecast periods to 
arrive at a single FV amount, aggregating the FV amounts to arrive at a final FV amount 
and adding the final FV amount to an NPV amount to arrive at an LTV amount 
(paragraphs [0009-0010, 0027, 066-0077 and 0104-0112]). 

Examiner notes that Sulkowski teaches the calculation of a NPV for each 
account. It would have been obvious to one skilled in the art at the time the invention 
was made that the calculation of NPV is a time value of money equation that can be 
easily manipulated to solve for Future Value or any of the other variables in the 
equation. Therefore, NPV is determined by using FV and vice versa. Sulkowski further 
states that "the lifetime-value is thus risk-based, in that it takes the past, current and 



Application/Control Number: 10/644,131 
Art Unit: 3693 



Page 9 



future charge-off risk of an account into consideration." The reference goes on to clarify 
that it "generates a net present value for each account in one or more future periods... 
[utilizing] an adjusted cash flow discount rate, and the number of periods into the future 
for which to calculate forecasted Lifetime-value." Examiner further notes that a net 
present value in multiple future periods utilizing discount rates would be a future value 
(FV). Sulkowski further states that "the lifetime-value (LTV) is then the sum of 
discounted cash flows for each account." 

Therefore it would have been obvious to one skilled in the art at the time of 
invention to include summing the FV amounts across the forecast periods to arrive at a 
single FV amount, aggregating the FV amounts to arrive at a final FV amount and 
adding the final FV amount to an NPV amount to arrive at an LTV amount as taught by 
Sulkowski to accurately evaluate future profitability of assets by taking into account 
present and future values. 

6. Claims 5, 14-15, 27, 36-37, 49 and 58-59 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over US Patent Number 7,082,411 to Johnson et al (hereinafter 
Johnson) in view US Patent Number 5,852,81 1 to Atkins (hereinafter Atkins) in view of 
US Patent Application Number US2004/0039688 to Sulkowski et al (hereinafter 
Sulkowski) in view of US Patent Number 5,812,988 to Sandretto (hereinafter Sandretto) 
further in view the Fundamentals of Financial Management by Kuhlemeyer (hereinafter 
Kuhlemeyer). 

As per claims 5, 27 and 49 

Johnson does not specifically teach the rules are defined by a user. 

Kuhlemeyer teaches the rules are defined by a user (slides 5, 10 and 11). 

Examiner notes that Johnson states "retrieving individual asset data from a 
database based on a given criteria, performing an NPV calculation." The act of 
"retrieving data" based on "given criteria" is in it of itself selection criteria. The rules by 
which this data is retrieved can be anything such as a rule to only access the required 
information instead of always retrieving everything and anything possible in the 
database. Examiner asserts that there must be some set of rules/guidelines to select 
information, otherwise the correct/required information wouldn't be accessed. Examiner 
further asserts that since Kuhlemeyer teaches where a user can specify the forecast 
period and the rates that they are in essence defining the rules by which the information 
is selected. 

Therefore it would have been obvious to one skilled in the art at the time of 
invention to that the rules are defined by a user as taught by Kuhlemeyer to allow 
comparisons of future values at different time periods using specific rates. It is required 
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to recognize a range of situations including the worst case in order to make a business 
judgment considering a measure for risk management. 

As per claims 14, 36 and 58 

Johnson does not specifically teach a user specifies one or more forecast 
periods over which the NPV and FV calculations are performed. 

Kuhlemeyer teaches a user specifies one or more forecast periods over which 
the NPV and FV calculations are performed (slides 5, 10 and 11). 

Therefore it would have been obvious to one skilled in the art at the time the 
invention was made to permit a user to specify one or more forecast periods over which 
the NPV and FV calculations are performed as taught by Kuhlemeyer to allow 
comparisons of future values at different time periods. It is required to recognize a 
range of situations including the worst case in order to make a business judgment 
considering a measure for risk management. 

As per claims 1 5, 37 and 59 

Johnson does not specifically teach a user specifies one or more rates for the 
forecast periods. 

Kuhlemeyer teaches a user specifies one or more rates for the forecast periods 
(slides 5, 10 and 11). 

Therefore it would have been obvious to one skilled in the art at the time the 
invention was made to permit a user to specify one or more rates for the forecast 
periods as taught by Kuhlemeyer to allow comparisons of future values at different time 
periods using specific rates. It is required to recognize a range of situations including 
the worst case in order to make a business judgment considering a measure for risk 
management. 

7. Claims 19, 41 and 63 are rejected under 35 U.S. C. 103(a) as being 
unpatentable over US Patent Number 7,082,41 1 to Johnson et al (hereinafter Johnson) 
in view US Patent Number 5,852,81 1 to Atkins (hereinafter Atkins) in view of US Patent 
Application Number US2004/0039688 to Sulkowski et al (hereinafter Sulkowski) in view 
of US Patent Number 5,812,988 to Sandretto (hereinafter Sandretto) in view of 
Microsoft Office Excel 2003 (hereinafter Microsoft Office Excel 2003). 
As per claims 1 9, 41 and 63 

Johnson does not specifically teach NPV amount = Summation (NPV Expected 
Valuei)/(l+n)' where: i = 1 ...... n = number of forecast periods, and n = is a rate entered 

by the user for forecast period i. 
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Microsoft Office Excel teaches NPV amount = Summation (NPV Expected 
Valuei)/(l+n)' where: i = 1 n = number of forecast periods, and n = is a rate entered 
by the user for forecast period i. Applicant has also admitted that NPV is a well known 
term in the art and is a function used in Microsoft Excel. 

Therefore it would have been obvious to one skilled in the art at the time of 
invention to include that teaches NPV amount = Summation (NPV Expected 
Valuei)/(l+n)' where: i = 1 n = number of forecast periods, and n = is a rate entered 
by the user for forecast period i as taught by Microsoft Office Excel to allow for the 
calculation of the NPV over a number of forecast periods. 



8. Claims 21 , 43 and 65 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent Number 7,082,41 1 to Johnson et al (hereinafter Johnson) in view US 
Patent Number 5,852,81 1 to Atkins (hereinafter Atkins) in view of US Patent Application 
Number US2004/0039688 to Sulkowski et al (hereinafter Sulkowski) in view of US 
Patent Number 5,812,988 to Sandretto (hereinafter Sandretto) in view of Microsoft 
Office Excel 2003 (hereinafter Microsoft Office Excel 2003) further in view the 
Fundamentals of Financial Management by Kuhlemeyer (hereinafter Kuhlemeyer). 

As per claims 21 , 43 and 65 

Johnson does not specifically teach FV amount = Summation (FV Expected 
Valuei)/(l+n)' where: i = 1 ...... n = number of forecast periods, and n = is a rate entered 

by the user for forecast period i. 

Microsoft Office Excel teaches NPV amount = Summation (NPV Expected 
Valuei)/(l+n)' where: i = 1 ...... n = number of forecast periods, and n = is a rate entered 

by the user for forecast period i. Applicant has also admitted that NPV and FV are well 
known term in the art and are functions used in Microsoft Excel. 

Kuhlemeyer teaches PV = FV/(1+i) n . Examiner notes that it is well known in the 
art that this equation can also be written as PV = Summation (FV/(1+i) n ). 

Examiner further notes that Sulkowski teaches the calculation of a NPV for each 
account. It would have been obvious to one skilled in the art at the time the invention 
was made that the calculation of NPV is a time value of money equation that can be 
easily manipulated to solve for Future Value or any of the other variables in the 
equation. Therefore, NPV is determined by using FV and vice versa. 

Therefore it would have been obvious to one skilled in the art at the time of 
invention to include that teaches FV amount = Summation (FV Expected Valuei)/(l+n)' 
where: i = 1 n = number of forecast periods, and n = is a rate entered by the user for 
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forecast period i as taught by Microsoft Office Excel, Kuhlemeyer and Sulkowski to 
allow for the calculation of the FV over a number of forecast periods. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JESSICA L. LEMIEUX whose telephone number is 
(571)270-3445. The examiner can normally be reached on Monday-Thursday 8AM- 
5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Kramer can be reached on 571-272-6783. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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